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SUMMARY 

TeleCommunication Systems, Inc. ("TCS") has proposed that the Federa l 

Communications Commiss ion ("Commiss ion" or "FCC") provide guidance as to the applicabil ity 

of 28 U .S.C. § 1498 in those ci rcumstances where a wireless carrier, 9 11 or E9 11 serv ices 

provider, in the course of complying with 47 C.F.R. §§ 9.7, 20. 18 in the offering of911 or E911 

services, is alleged to have infringed upon a patent and the allegation involves a claim that the 

infringement is based on comp li ance with an FCC order, standard, or regulation . Specifically 

TCS seeks gu idance (a) that, based on§ 9.7 and§ 20.18 of the Rules and Comm ission precedent, 

the provision of wireless 91 1, E9 1 I, and NG91 1 location-based services are in furtherance and 

fulfillment of a stated Government policy; (b) that the Commission is now aware that its stated 

policy may require appli cation of a patent if an E9 11 serv ices provider is to comply with FCC 

regul ations; and (c) that 91 1, E9 11 , and NG91 1 location-based services are used \·vith the 

authorization or consent of the Government. In the alternative, TCS has requested that the 

Commission expand its Rules by amending § 9.7 and § 20.18 to provide that owners or 

controllers of capabilities that can be used for 91 1 and E9 1 I service (and in the futu re NG9 11 

service) must make those capabilities availab le on fair, reasonable, and nondiscriminatory 

("FRAND") rates, terms, and condi tions not onl y to interconnected Vo!P providers, but also to 

CMRS providers and those 9 11 and E9 11 services providers provid ing them with the underlying 

capabi I ities. 

Commission action is required in this instance because the lack of a Commiss ion policy 

as to patent interference management has become a signifi can t roadblock to the provis ion of 

E9 11-a roadblock that will onl y increase as Next Generation 9 11 ("NG91 I") services are 

im plemented and wide ly deployed. As long ago as 196 1, in the Revised Patent Procedures of 

the Federal Communications Commission, th is agency recognized the danger that the prejudicial 



use of patents could pose to the provision or new communicat ions services and expressed the 

expectation that "[w]henever it appears that the patent structure is or may be such as to indicate 

obstruction of the service to be prov ided under the technical standards promulgated by the 

Commission, thi s fact wi ll be brought to the Commiss ion's attention for early consideration and 

appropriate action."1 

By vi rtue of its Petition, TCS is bringing thi s very serious patent-related problem to the 

Commission's attention and urges prompt action because Comm ission-mandated 91 1 and E9 11 

regulations have had the unintended consequence of engendering an onslaught of predatory 

patent litigation. As a result, the public may suffer disruption of current 91 1 and E911 services, 

and faces the real potential for delay or loss of NG911 serv ices, due to the repeated infringement 

lawsuits filed mostl y by patent assertion entities ("PAEs") which seek to enforce their claims by 

asserting that deployment of the capab ilities (including technologies, systems, and 

methodologies) necessary to prov ide 91 I and E9 1 I services (and very soon NG911 serv ices) in 

compliance with FCC orders, regulations, or standards is the proximate cause of alleged 

in fringement. Taking advantage of the mandatory nature of the Commission's 911 and E9 11 

regulations, PAEs have fo rced wireless carriers and 9 11 /E9 11 services providers (such as TCS), 

into the dilemma of either fac ing the unacceptable consequences of violating or be ing a patty to 

violating FCC licensing standards or facing the prospect of unwitt ingly be ing adjud icated as a 

patent infringer. 

TCS has requested the FCC to prov ide interpretive gu idance as to the application of 28 

U.S.C. § 1498 with regard to the Commission's 9 11 and E9 11 regulations, and proposed NG91 1 

regulations. § 1498 provides a defense to patent infringement liab ility for those who are alleged 

1 Public Notice - Revised Patent Procedures fo r the Federal Communications Commission (December 196 1) 3 FCC 
2nd pp 26-27. 
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to in fringe patents in the course of perfo nn ing a function with the authorization or consent of the 

government. Spec ifi ca ll y, for a non-government entity, the statute states that the accused activi ty 

is "for the United States" if it is conducted "for the Ggovernment" and "with the authorization or 

consent ofthe government." 

Commission guidance is both appropriate and necessary in this instance because the FCC 

has prescribed by regul ation the 9 11 and E9 11 requirements upon which the infringement claims 

are based and has required that wireless carriers and 91 1/E9 11 service providers adhere to them. 

Furthermore, the implementation of these requirements is in furtherance of an important 

government function- providing 91 I /E9 1 I emergency services for the purpose of promoting 

safety of life and property through the use of wire and radio communication. The plain language 

of § 1498 unambiguously applies to the Comm ission's 91 I /E9 1 I and future NG9 1 I regulations. 

Moreover, it has recently been held that "for the government" means that the use must take place 

in furtherance of government po licy with some benefit accruing to the government. Li kewise, 

the Commission is now full y aware that its stated policy may require applicati on of a patent if a 

911 , E9 11 and/or NG9 11 services prov ider is to comply with FCC current and proposed 

regulat ions. 

Guidance from the FCC is required for at least two reasons. First, it will better enable 

companies subject to the Commiss ion's regulations to determine the ri sk assoc iated with entering 

and/or remaining in the 9 11 , E9 1 I, and NG9 1 I markets. Second, and perh aps more importantly, 

it will remove the threat of injunctions which could force 9 1 I and E9 11 services prov iders to 

stop providing the capabilities necessary for the continuing provision of these emergency 

services. In fact, while 28 U.S.C. § 1498 provides for reasonable and entire compensation to the 

patent holder for infringing use, the in fringing use may not be enjoined. 

Ill 



As an alternative to providing the requested guidance, TCS has requested that the FCC 

expand its current ru les to require that all 911 /E9 11 and NG9 11 capabilities, including 

intellectual property rights ("IPR") be provided to CMRS providers and their underlying 

9 11 /E911 services providers on reasonable terms and conditions that are demonstrably fi·ee of 

any unfair discrimination so long as the capabilities (including IPR) are used for the purpose of 

providing 91 1 or E91 1 services in accordance with the Commission's Rules. The Commission 

has broad authority with regard to the provision of 911 and E9 11 servi ces. It is well established 

that the Commission may exercise its anci llary jurisdiction in si tuations such as th is, where its 

general jurisdictional grant under Title I covers the subject of the regulations (i.e. duty to 

promote safety of life and property and to faci litate prompt and reliable infrastructure 

deployment as 'vvel l as the fact that the issue involves te lecommunications and 

tel ecommunications services) and the regulations are reasonably ancillary to the Commission's 

effecti ve performance of its statutorily mandated responsibilities (i.e. the provision of safe and 

reliable 911 and E9 11 services). The capabilities, systems and methodologies in question are 

part and parcel of the network elements, features, and processes necessary for compliance with 

Commission 911 /E9 11 standards. Moreover,§ 9.7 of the Commiss ion's Rules provides that an 

owner or control ler of a capabil ity that can be used for 911 or E9 11 service must make that 

capabil ity available to a requesting interconnected VoiP provider on rates, terms and conditions 

that are reasonable. Consequently, to the extent that capabil ities are or could be used for both 

wireless and Vo iP, the Commission has already required-at least with regard to interconnected 

VoiP- that they be made available at reasonable rates, terms and conditions. Therefore, we face 

the odd situation where a wireless carrier may be forced to pay far more than an interconnected 

VoiP prov ider for the same Commiss ion-mandated capabil ities simply because of a quirk in the 

IV 



FCC's rules. Consequently, action regarding the terms and conditions of patent licenses is 

appropriate in this case in order to assure the unobstructed and reliable provision of all 9 11 and 

E9 1 I services (and in the future, NG9 11 services). 

v 
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TeleCommunication Systems, Inc. ("TCS") hereby submits the following Comments in 

response to the Federal Communications Commission's ("FCC" or "Commission") Public Notice 



seeking comments in the above-referenced proceedings? As indicated in the Commission's 

Public Notice, TCS has fil ed a Petition for Declaratory Ruling and/or Rulemaking ("Petition") 

seeking guidance as to the applicability of the elements of28 U.S.C. § 1498 in certain situations 

where it is alleged by the patent holder that compliance with mandatory FCC 9 11 and E9 11 

regulations amounts to an infringement upon intellectual prope1ty rights.3 Specificall y TCS 

seeks guidance (a) that based on § 9.7 and § 20. 18 of the Rules and Commission precedent,4 the 

provision of911 /E91 1 and NG9 11 location-based services are in furtherance and fulfillment of a 

stated Government policy; (b) that the Commission is now aware that its stated policy may 

require application of a patent if a 9 11 /E9 11 services provider is to comply with FCC 

regulations; and (c) that 911 /E911 and NG911 location-based services are used with the 

authorization or consent of the Government.5 In the alternative, TCS has requested that the 

Commiss ion expand the scope of its rules by amending§ 9.7 and § 20.18 to provide that owners 

or controllers of capabi I ities that can be used for 91 I and E9 1 I service must make those 

2 Public Notice, Public Safety and Homeland Security Bureau Seeks Comment on Petition for Dec/arat01y Ruling 
and/or Rulemaking Filed by TeleCommunication Systems, Inc., DA 13-273. GN Docket 11-11 7 (rei. f ebruary 22, 
201 3) ("Publ ic Notice"). 
3 28 U.S.C. § 1498(a) provides in relevant part: 

Whenever an invent ion described in and covered by a patent of the United States is used or 
man ufactured by or for the United States without license of the owner thereof or lawful right to 
usc or manufacture the same. the owner's remedy shall be by action against the United States in 
the United States Court or Federal Claims for the recovery of his reasonable and entire 
compensation for such usc and manufac tu re. 

This includes the use of a patent by any person in furtherance of a government pol icy with the authorization or 
consent of the government. See also, Brian Cook, Clearing a Path .for Digital Development: Taking Patents in 
Eminent Domain Through the Adoption o.f Mandat01y Standards, 82 S. Cal. L.Rev. 97, 126 (2008) ("Cook") ("Thus, 
it is arguable that the f CC's regulations requiring the inclusion of digital tuners in all television sets fall within the 
purview of~ 1498"). 

4 See e.g. Report and Order and Second Further Notice of Proposed Rulemaking, In the Matter of Revision of the 
Commission's Rules to Ensure Compatibi lity with Enhanced 91 1 Emergency Calling systems, 18 fCC Red 25340, 
253 45-46 (2003) (E91 I Scope Order); Report and Order and Further Not ice of Proposed Rulemaking, In the Matter 
of Revision o f the Commi ssion's Rules to Ensure Compatibi lity With Enhanced 9 11 Emergency Calling Systems, II 
f CC Reel 18676 ( 1996) (E9 11 First Report and Order). 

5 Petition pp. 18- 19. 
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capab ilities avai lable on reasonable rates, terms, and conditions not just to in terconnected VoiP 

providers, but also to CMRS providers and those 9 11 and E9 11 services providers providing 

them with the underlying capabilities. 

In fi ling thi s Petition, TCS has sought to bring to the FCC's attention a growing problem 

which threatens not onl y to impair the provision of 91 1 and E9 1 I services but also to di scourage 

innovation and delay the deployment of NG9 11 services. As the FCC explained in the Public 

Notice, the gravamen of the petition is that TCS. wireless carriers, and other providers of 91 I 

and E9 11 services and capabilities have become the targets of predatory patent infringement 

suits based on their role as providers of these services and capabil ities as required pursuant to 

Commission rules. These lawsuits, mostly fil ed by patent asserti on entities ("PAEs")6
, typically 

all ege infringement based primaril y on the fact that the defendants are in compliance with 

Commission regul ati ons.7 For example, in some lawsui ts the all eged infringement is based upon 

the theory that the use of 9 11 and E9 11 capabilities such as the "systems and methodology" 

necessary to combine wireless systems with location-finding technology in compliance with 

Commission regul atory requirements violates the patent owner's intellectual property rights 

("IPR").8 In others, it is alleged that patent in fringement resul ts from the mere fact that a 

wireless phone has the capability to transmit GPS-based location information prov id ing the 

whereabouts of the phone when the phone makes an emergency call.9 

Clearly, in adopting its location and other requirements, the Commiss ion never 

contemplated that the mere use of "methodologies" which permit an enti ty to compl y with the 

6 In the Public Notice. the Comm ission defines the term "putcnt assertion entity" as firm s whose business model 
primari ly focuses on purchasing and asserting patents rather than developing new technologies. Public Notice at f-N 
6. f-or example, PAEs are typically understood to be non-practici ng entities that do not make products, sel l services. 
or engage in industry standards. 
7 Publ ic Notice at I. 
8 Petition at 3. 
9 !d. at 4. 
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agency's 911 and E9 11 requirements would engender the growing flood of patent infringement 

litigation. Unfortunately, the FCC's mandatory 9 11 /E9 11 regulations have given PAEs the 

opening to file a myriad of patent in fringement lawsuit against entities complying with 

Commiss ion regulations, such as TCS and its customers, which are given the stark and untenable 

choices of violating FCC regul ations, defending costly lawsuits, accepting unreasonable 

sett lements, or leaving the market. The lawsuits have the clear effect of discouraging innovation 

and threatening to impair deployment of E9 11 . 

Moreover, the problem will worsen as the FCC moves toward the implementation of 

NG9 11. The trans ition to NG9 11 will require replaci ng the legacy circuit-switched technology 

with Internet Protocol technologies and applications which will support many more modes of 

communication. As the Commiss ion has recognized in its recent NG9 11 Services Report to 

Congress, such a transition ing to NG9 11 will require, inter alia, "standards that suppot1 seamless 

communication among Public Safety Answering Points ("PSAPs") and between PSAPs and 

emergency responders." 10 These new standards and the added complexities of NG91 1 will 

sign ificantly increase the danger of lawsuits directed at providers offering NG9 11 capabilities. 

Furthermore, contrary to the Commission's contention in its Report to Congress, the agency 

cannot rely on industry standards setting bodies to control the situation 11 because the PAEs do 

not participate in such groups and, as a resul t, are not bound by the almost-uni form requirement 

ofthe standards bodies that IPR be made avai lable on the basis ofFRAND. 

10 federal Communications Commission, Legal and Regulato1y Frame\llorkfor Next Generation 911 Services: 
Report to Congress and Recommendations at 4 (february 22, 20 13) (" Report"). 
I I /d. at 48. 
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TCS has filed its petition in accordance with the Commiss ion's long-standing Revised 

Patent Procedures of the Federal Communications Commission, 12 because both directly and 

indirectly through its customers, TCS has become a victim of man y of the PAE lawsuits. TCS 

provides a signifi cant portion of the underlying capabilities which permit its wireless carrier and 

interconnected YoiP service provider customers to identify the location of emergency phone 

calls and then send those call s to the proper PSAP. TCS supports approximate ly 50 percent of 

al l U.S. wireless E9 11 calls. Since 1996, TCS has been successfull y del iveri ng E9 11 service to 

100 million U.S. subscribers of 30 wireless carriers. Every day, it handles more than 150,000 

life-saving calls, and it is integrated with thousands of PSAPs, nearl y all ALI databases, and 

every major LEC. 

As a prov ider of both Mobi le Pos itioning Center and YoiP Position ing Center services, 

the capabilities that TCS offers are critica l to ensuring that a subscriber's emergency call routes 

to the appropriate Public Safety Answering Points (PSAP) and automatically pinpoints the 

caller's location in formation. TCS offers to its customers a wireless E9 I I solution wh ich 

provides wireless operators with end-to-end support and comprehensive dep loyment, from 

switch integration, database management, and GIS to compliance expertise, services to PSAPs, 

and cost-recovery assistance. TCS gives interconnected YoiP service prov iders the abil ity to 

automate most of the exhaustive data prov isioning activity whil e ensuring the data's accuracy 

and integrity. The capabi li ties prov ided by TCS also give interconnected VoiP service providers 

access to real-time provisioning and va li dation of subscri ber and add ress information, and ensure 

data transparency and enable real-time data management. TCS provides a common call control 

interface for static, nomadic and mobile routing capabi lities. Thi s common call control 

12 In these procedures, the Commission indicated that problems such as the ones faced by TCS should be brought to 
the Commission's attention for action. Public Notice- Revised Patent Procedures for the f-ederal Communications 
Commission (December 196 1) 3 FCC 2nd pp 26-27. ("Commission Patent Procedures") 
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architecture is the preferred method to determine routing of E9 11 calls for any service provider 

as it does not limit a provider to a particular type of use and reduces the amount of network 

con figuration needed by the network provider. 

The FCC can no longer afford to ignore the problem caused by 9 11 and E9 11-based 

patent infringement lawsuits. The regulations upon which these lawsuits are premised are 

critical to the proper functioning of this nation's 91 1 and E9 11 networks, and will be even more 

critical as the nation transitions to Internet Protocol-based NG9 11 . These regulations and the 

service provider functionalities which they mandate not only further the FCC's "long-standing 

public safety and homeland securi ty goals," but are critical because they are designed to 

"minimize potentially li fe-threatening delays that may ensue when first responders cannot be 

confident that they are receiv ing accurate location information." 13 Neither the Commission nor 

9 11 and E9 11 services prov iders have the option of ignoring the mandatory public safety nature 

ofthese requirements. 

Moreover, as the Commission now appears to acknowledge, sound communications 

policy dictates and common sense requires, that at least with regard to wireless communications-

related IPR, the FCC must investigate and attempt to address issues such as this which raise 

"serious competition and innovation concerns, and for wireless customers." 14 The FCC must 

provide gui dance with regard to § 1498 or require FRAND pricing for 9 11 and E9 11 capabilities 

if we are "to continue to have the vibrant, competitive wireless market that delivers innovative 

products and so lid service to meet consumers' needs." 15 

13Wireless E91 1 Location Accuracy Requirements. Second Report and Order. PS Docket o. 07-114 at~ 12 (Sept. 
23. 20 10). 
14 Statement from FCC Chairman Julius Genachowski on the Copyright Ol'ficc of' the Library of' Congress Position 
on DMCA and Unlocking New Cell Phones (rei. March 4, 20 13). 
15 Statement of' R. David Edelman, White House Senior Advisor lor Internet, Innovation, & Privacy (addressing the 
effect that copyright restrictions can have on innovation in cell phone technology). 
http://www. wired.com/threatlevel/20 13/03/mobilc-phone-unlock/ 
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I. The Commission Should Issue Guidance as to the Relevance of 28 U.S.C. § 1498 to 
Patent Infringement Claims Involving 911 Services 

TCS has requested the FCC to provide interpretive guidance as to the app lication of 28 

U.S.C. § 1498 with regard to the Commiss ion's E9 11 and proposed NG911 regulations. In 

particular, since § 1498 provides a defense to patent infringement liabili ty fo r those who are 

alleged to in fringe patents in the course of performing a government function , companies 

operating in the E9 11 and NG9 11 space are attempting to fi ght back against infringement claims 

that are based largely, if not completely, on compliance with 47 C.F.R. §§ 9.7 and 20. 18.16 

28 U.S.C. § 1498 prov ides in relevant part: 

Whenever an invention described in and covered by a patent of the United States 
is used or manufactured by or fo r the United States without I icense of the owner 
thereof or lawful right to use or manufacture the same, the owner's remedy sha ll 
be by action against the United States in the United States Court of Federal 
Clai ms for the recovery of his reasonab le and entire compensation for such use 
and manu facture .... 

For the purposes of this section, th e use or manu facture of an invention described 
in and covered by a patent of the United States by a contractor, a subcontractor, or 
any person, firm, or corporation for the Government and 111ith the authorization or 
consent of the Government, shall be construed as use or manufacture for the 
United States. 

28 U.S.C. § 1498(a) (em phas is added). Specifi cally, fo r a non-government entity, the statute 

states that the accused acti vity is "for the United States" if it is conducted "for the Government" 

and "with the authorization or consent of the Government." 17 

In a case recently affi rmed by the Federal Circuit, it was clari fied that '"for the 

government' means that the use must take place in furtherance o f government pol icy with some 

16 In cases filed between 2007 and 20 12 where E9 11 was implicated (of which many of the 13 cases were multi ­
defendant litigations) ("E9 11 cases"), the affirmative defense of28 U.S.C. § 1498 was asserted 36 times in answers 
and amended answers. Exhibit A. 
17 § 1498(a) ,12; see also Sevenson Envtl. Servs., Inc. v. Shaw Envtl. , Inc., 477 f-.3d 1361 , 1365 (f-ed. Cir. 2007). 
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benefit accruing to the government."oi 8 There is no question that the provision of E9 11 and 

NG9 1 I location-based services are in furtherance and fulfillment of a stated Government pol icy 

given that E9 11 regulations are in furtherance of the federal government's 9 11 public safety 

policies and the ultimate benefit is shared among federal and state public safety offi cials and the 

public they serve.19 Likewise, the Commiss ion is now full y aware that its stated poli cy may 

require application of a patent if an E911 and/or NG9 11 services provider is to comply with FCC 

current and proposed regulations?0 Accordingly, if any ambiguity ex ists with regard to whether 

an affirmative defense under 28 U.S.C. § 1498 would apply in this context, it would li ke ly be 

argued to reside in the proposition that E9 11 and/or NG9 11 location-based services are used with 

the authorization or consent of the Government. 

As set f01th in more detail below, courts have not yet analyzed the issue o f authorization 

or consent directl y in the context of E9 11 and/or NG9 1 I location-based services. However, 

analysis in other contexts is insight ful. For example, in a recent Federal Circuit decision, the 

alleged in fringement invo lved use of a technology system for encoding checks of the United 

States Treasury.21 The court ultimately found that the Treasury had implied its authorization or 

consent through its correspondence to the Federa l Reserve Banks, including a letter stating that 

the Treasury intended to im plement the check-encoding technology in the process ing of Treasury 

18 Adv. Software Design C01p. v. Fed Res. Bank ofSt. Louis, No. 07-CV-185, 2007 U.S. Dist. Lexis 83538 at *1 1 
(E. D. Mo. 2007); see also Madey v. Duke Univ. , 4 13 r. Supp. 2d 60 I, 607 (M .D.N .C. 2006). 
19 Furthermore, to be "lor the government," the government does not need to be the sole beneficiary of an acti vity. 
Adv. Software Design Co1p. v. Fed Res. Bank ofSt. Louis, 583 F.3d 137 1, 1372-73 (Fed. Cir. 2009). Rather, an 
activity can serve the public as well. f-or example, check-encoding technology serves the national interest by 
thwarting li·aud and saving resources, and a satellite program critically bolsters the mili tary securi ty of the United 
States. /d. (citi ng Hughes Aircraft Co. v. United States, 209 Ct. Ct. 446, 534 F.2d 889, 898 ( 1976)). Here, E9 1 1 
and/or NG9 1 1 location-based services benefit both the government and its emergency responders as well as the 
~ubl ie. 
0 1\s the Commission recognized in its Patent Procedures "[t]hc Commission promulgates technical standards, for 

broadcasting and other radio comm unication services to establi sh requirements which its licensees must meet in 
order to provide the ki nd and quality of service desired. Such requirements may frequently be met only through the 
use of patented equipment." Commission Patent Procedures, supra. 
21 Adv. Software Design C01p. , 583 F.3d at 1373. 
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checks?2
• 

23 This correspondence was reinforced by the government's representations to the 

court that the accused activities were undertaken with the authorization or consent of the United 

States?4 As the District Court below recognized, "'no specific contract or expl icit 'authorization 

or consent' clause is required by§ 1498(a).'"25 

In contrast, health care prov iders used patented splints in treating their Med icare patients, 

and the government reimbursed the cost of the splints through the Medicare program.26 When 

the patent holder alleged that the government impliedly authorized or consented to the infringing 

use of the splints, the court held that "[i]mplied government consent to infringement has been 

found onl y where particular government specificat ions requi red a particular patent 

. c. . ,27 111II'lngement. As the court explained, "even though a splint may be medical ly necessary, 

neither the law nor the government mandates any particular splint or method of appl ication."28 

"[T]he general availability of non-infringing sp lints or casts, coupled with the fact that neither 

Medicare nor its prov iders were required to use plaintiffs' patents to perform thei r contractual 

obligation, established that the government did not authorize or consent to any infringement of 

plaintiffs' patents. "29 

In the context of E9 1 I and/or NG9 11 location-based services, the government has 

implied its authori zation or consent for the allegedly in fringing activity by regulating the activity 

through 47 C.F.R. §§ 9.7 and 20. 18. Indeed, regulated companies operating in the 911 or E9 11 

space (or in the future NG9 11 ) do not have the opportunity to choose from a multitude of 

22 /c/. at 1377. 
23 "The government's authorization and consent may be ei ther express or implied." See, e.g., BA E Sys. Info. & Elee. 
Sys. Integra/ion Inc. v. Aerojlex Inc. , C IV. 09-769-LPS, 20 II WL 34 74344 (D. Del. Aug. 2, 20 II ), appeal dismissed 
(Dec. 13, 20 12). 
24 /c/. at 1376. 
25 /d. at 1376. 
26 Larson v. United Stales, 26 Cl. Ct. 365 , 367 ( 1992). 
27 /d. at 368, 3 70. 
28 /d. at 367-68 (emphasis added) . 
29 /c/. at 37 1 (emphasis added) . 
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non-infringing alternatives. Rather, the government mandates the employment of location-based 

capabilities that may require application of a patent. 

Since none of the E9l l cases brought thus far (listed in Exhibit A) have resu lted in a 

lega l conclusion on whether compliance with the Comm ission's regulations are indeed 

authorization or consent within the meaning of§ 1498, it is imperative that regu lated companies 

are afforded guidance in th is area by the FCC.30 Indeed, in view of the strong likel ihood of 

being hauled into court to fi ght allegations of infringement on at least one 9 11 , E9 11, or NG9 11 

patent, guidance from the FCC on this top ic will better enable companies complying with the 

Commission's regulations to determine the risk associated with entering and/or remaining in the 

91 I, E9 1 I, or NG91 1 markets. 

Moreover, even though injuncti ve relief to halt infringing activity is avai lable in both 

prelim inary and permanent form against private patent infringers, 28 U.S.C. § 1498 has the effect 

of removing the threat of injunction, yet it still it provides for reasonab le and entire 

compensation for in fringing use just as any other infringement action.31 Accordingly, since 

injunctive relief is not ava ilable against the government or its "contractors" for infringement that 

is compensable under § 1498, guidance from the FCC as to whether compliance wi th 47 C.F.R. 

§§ 9.7 and 20.18 sati sfy the "authorization or consent" component of§ 1498 wi ll help to provide 

30 Since the§ 1498 defense is an afli rmativc dclense. not a jurisdictional bar, the li rst time that§ 1498 may be 
resolved is on summary judgment under Rule 56. See. e.g .. Toxgon Corp v. BNFL, Inc .. 312 P.3d 13 79, 138 1 (f ed. 
Cir. 2002). Accordingly, it is not uncommon lor a case to be litigated lor 18 to 30 months before it is proper to 
move on the§ 1498 defense. Pact and expert discovery wil l likely have ended by this poi nt and, therefo re. 
signilicantlitigation costs must be incurred before disposi tive motions wi ll be entertained by the court. Of the E9 11 
cases referenced in Pootnolc 15, the average time to the Summary Judgment phase of the lit igation is greater than 22 
months. Thus. it is not unexpected that most of the above-referenced defendants that pled § 1498 settled before 
dispositive motions would have been heard. Exhibit/\. 
31 See Adv. Software Design Corp .. 583 F.3d at 1375 (citing Molorola, Inc. v. Uniled Slales, 729 P.2d 765, 768 n. 3 
(Fed. Cir. 1984). 
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a much needed barrier aga inst potenti al injunctions of cri tical E9 1 I services prov ided by accused 

operati ng companies .32 

For the forego ing reasons, there is a cri tical need for the Commission to provide the 

requested guidance on the app li cation of § 1498 to patent infringement c laims relating to the 

provision of9 11 , E9 11 , and NG9 11 services provided in compliance with 47 C.F.R. §§ 9.7 and 

20.1 8. Such guidance is appropriate and entirely consistent with the FCC's patent procedures . 

II. The Commission Has Authority to Act to Require FRAND Pricing 

As an alternati ve to providing the requested guidance, TCS has requested that the FCC 

expand its current rules to require that all E9 11 and NG9 11 capabilities (including IPR) be 

provided to CMRS providers and their underlying E9 1 I services prov iders on reasonable terms 

and conditions that are demonstrably free of any un fa ir discrimination ("FRAN D") so long as the 

capabilities (including IPR) are used for the purpose of providing 9 11 or E9 11 services in 

accordance with the Commiss ion's Rules. 9 11 and E9 11 services are of cri tica l importance and 

relate to one of the fun damental purposes for which the Commission was formed- protect ing 

public sa fe ty. Therefore, it is well established that the Commiss ion has broad authori ty with 

regard to the prov ision of 9 1 I and E9 1 I se rvices. It is equally without doubt that the 

Commission may exercise its ancillary jurisdi ction in situations such as this, where its general 

jurisd ictional grant under Title I covers the subject of the regulati ons (i.e. , duty to promote safety 

of life and property and to fac ilitate prompt and reliab le in frastructure dep loyment as we ll as the 

fact that the issue in vo lves telecommunicati ons and telecommunicat ions serv ices) and the 

32 Other solutions are being proposed concurrently that are not limited to this speci fi c appl ication within the FCC. 
For example, the SHIELD Act (HR 845) would require PA Es to post a bond to cover the legal costs of the defendant 
if the defendant prevai ls. However, the S!-l! ELD ACT and other similar legislative bills do not address the issue of a 
government mandate and the companies regulated thereunder. 
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regulations are reasonably anci llary to the Commission's effective performance of its statutorily 

mandated responsibi lities (i.e., the provision of safe and reliable 911 and E9 11 services).33 

FRAND, also known as "RAND" in the U.S., is a lega l acronym that stands fo r "fair, 

reasonable, and nondiscriminatory". Indeed, the very nature of FRAND is based on the 

principle that fai r licensing of inte ll ectual property is often necessary because certain ideas and 

patents need to be shared for everything to work together properly or in the interest of public 

safety. As such, FRAND pricing is understood to reach a result that is fair to both IPR owners 

and IPR licensees. It is a fa irly simple idea, and one that has been applied across a number of 

industries in recent years, typically to address; (a) standards for particular technologies, (b) 

patent owners that hold what are known as patents that are essential to such standards, and (c) the 

obligation of the patent owners to license the essential patents to all of the other industry 

participants in a fa ir, reasonable, and nondiscriminatory manner. The FRAND pri nciple is 

deeply rooted in preventing the abuse of power and the formation of a potential trust in that it 

makes it difficult for a patent holder to use its patents to overcharge competitors for licensing 

fees and gain an un fa ir advantage.34 

TCS' request is in line with Commission precedent. The Commission has previously 

addressed the issue of its authority to require that 9 11 and E911 capabilities be provided on a 

FRAND basis. In adopting Section 9.7 of the Commiss ion's Rules, the Commiss ion required 

that an owner or controller of a capabi lity that can be used for 91 1 or E9 11 service must provide 

33 Am. Librmy Ass'n v. FCC. 406 F.3d 689. 700 (D.C. Cir. 2005). 
34 See, e.g., Microsoft Corp. v. A!fotorola, Inc .. 864 f. Supp. 2d 1023. 1027 (W.D. Wash. 2012) (" In order to reduce 
the likelihood that owners of essential patents will abuse their market power, many standards setting organizations. 
including the IEEE and the ITU, have adopted rules related to the disclosure and licensing of essential patents. The 
policies often require or encourage members of the standards setting organization to identify patents that arc 
essential to a proposed standard and to agree to license their essential patents on reasonable and non-discriminatory 
("RAND") terms to anyone who requests a license. Such rules help to ensure that standards do not allow essential 
patent owners to extort their competitors or prevent competitors from entering the marketplace.") 
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such a capability to an interconnected YolP provider on reasonable rates, terms, and conditions.35 

Thi s provision applies to any entity that owns or controls the capabili ties and not just to the 

carriers typica ll y regulated by the Commission.36 The FCC has defined the capabil ities to which 

§ 9.7 app lies as including, among other things, those items used by wireless providers in the 

prov ision of 91 I and E9 1 I services such as: 

the Selective Router; the trunk line(s) between the Selecti ve ro uter and the 
PSAP(s); the ALI database; the SR database; the DBM S; the MSAG; p-ANls; 
ESNs; mobile switching center capabilities; shell records; the data ci rcuits 
connecting these elements; and the network elements. features. processes. and 
agreements necessary to enable the use of these elements. [footnote om itted] 
[emphas is supplied].37 

At a minimum, the 9 11 and E9 11 capabilities at issue in the PAE lawsuits fa ll within the 

de fini tion of "mobile switching center capabilities" and "the network elements, features, 

processes, and agreements necessary to enab le the use of these elements." Moreover, they are 

criti ca l components of the network elements underlying the provision of wireless and Vo!P 911 

services in compliance with FCC regulations. 

Adoption of the proposed rules will also address the current asymmetry in regulat ion 

whereby a capability used to provide YoiP 9 11 or E9 11 is subject to FRAND pric ing, wh ile the 

same capability used to prov ide wi reless 91 1 or E9 1 I by the same services prov ider is not. 

Therefore, we face the odd and unacceptable situation where a wi reless carrier or other 91 I or 

E9 11 services prov ider may be forced to pay fa r more for a capabili ty than an interconnected 

YoiP prov ider for the same Comm ission mandated capabi lity simply because of a quirk in the 

FCC's rules.38 More spec ifica lly with regard to TCS, under the current Commission rules and 

35 47 c.r.R. * 9.7. 
36 Report and Order, In the Maller of lmp/emelllation of the NET 9/ 1 Improvement Act of 2008, r:cc 08-249, WC 
Docket 08-171 ' 23 rcc Red 15884 ("NET 91 1 Order") at I 28. 
37 /d. at 9. 
38 Although the r CC's rules presume that owners of9 11 and E9 11 capabilities will always make them available to 
CMRS providers on reasonable terms, the Commission is not bound by this presumption because the presumption is 
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precedent, TCS is permitted to assert in a patent infringement lawsuit filed against it that any 

contested 9 11 or E9 11 capabil ity it provides to an in terconnected YoiP service provider is 

covered by the requirement that the owner or controller of that capability must make it avai lable 

to TCS on a reasonable basis. However, there is no such limitation with regard to the same 

capab il ity provided by TCS to a CMRS provider. What will happen in the NG91 1 context when 

the Comm ission is faced with the question of whether its FRAND ru le applies to Yo iP over 

wireless prov ided by a wireless carri er today or in a 4G/L TE environment? This is a prescription 

for mass confusion as we transition to the Internet Protocol technologies of NG911 . Clearly, the 

Commission can neither intend nor accept such a result. 

A FRAND approach to any patents impl icated by the Commission's current 9 11 , E9 11 , 

and future NG9 11 regulations would not require the Commission to opine on the scope or 

vali di ty of such patents. Rather, it would be the allegati on by the patent owner that the patent is 

essential or implicated by 47 C.F.R. §§ 9.7 and 20.18 that would tri gger FRAN D (as opposed to 

any determination or acknowledgment by the FCC that such patent is essential). Accordingly, 

the proposed expansion of the current ru les to effect a FRAND approach would institute a 

minimally intrusive FRAND framework that does not burden the FCC or the patent market. In 

add ition, the framework would str ike an appropriate ba lance bet'vveen the public safety concerns 

driving the regulations and the ri ght of a patent owner to collect royalties on a vali d patent. 

Commiss ion action is necessary to achieve thi s necessary equili brium . 

rebuttable given that it is only an "indicia" o f reasonableness. In fact. the Commission may o rder that the 
capabilities be made available to interconnected VoiP se rvice providers on less o nerous terms than those available to 
CMRS providers. See id. at •J 3 1. Until now, the Commission has never had to consider the issue o f how to handle 
the s ituation as here where 9 11 and E9 11 capabi li ties arc unava il able to CM RS providers on a reasonable basis . 
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CONCLUSION 

For the reasons stated herein, TCS hereby requests that the Commission grant its Petition 

for Declaratory Ruling and/or Rulemaking. 
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EXHIBIT A 

Time to Summary 
Case Disposit ion 

Case Name Defendants § 1498 Defense Asserted1 

Judgment Motion2 Before Summary 
Judgmene 

800 Adept, Inc. v. AT&T AT&T Mobili ty, LLC ./ ./ 

Mobility LLC et al. Cellco Partnership ./ ./ 

5:07-cv-00023 Sprint Nextel Corporation ./ ./ 

Eastern District of Texas T-Mobi le USA, Inc. ./ 

Complaint f iled 2/6/07 Nextel of Ca lifornia, Inc. ./ ./ 

Sprint Spectrum L.P. ./ ./ 

Nextel Communications 
./ 

22 months 
./ 

of the Mid-Atlantic, Inc. 
Nextel of New York, Inc. ./ ./ 

Nextel South Corp. ./ ./ 

Nextel of Texas, Inc. ./ ./ 

Nexte l Operations, Inc. ./ ./ 

Nextel West Corp. ./ ./ 

EMSAT Advanced Geo- ./ 

Location Technology, LLC 
T-Mobile USA, Inc. 

et at. v. T-Mobile USA, Inc. 
22 months 

4:08-cv-00817 
Defendant-Inte rvenor 

Northern District of Ohio 
Google, Inc. 

Complaint filed 3/31/08 

1 A positive indication in this column reflects that a defendant has asserted 28 U.S.C. § 1498 as an affirmative defense in either its answer or amended answer 
to a complaint. Section 1498 is an affirmative defense resolved in summary judgment under Federal Rule of Civi l Procedure 56 rather than Rule 12. 
2 Based on the approximate time from filing of in itial complaint to the deadline for dispositive motions according to the discovery schedule. 
3 A positive indication in this column refers to settlement or case dismissal prior to the time at which dispositive motions would have been entertained by the 
court. 



EXHIBIT A 

Time to Summary 
Case Disposition 

Case Name Defendants § 1498 Defense Asserted1 

Judgment Motion2 Before Summary 
Judgmene 

EMSAT Advanced Geo- Sprint Spectrum L.P. 
Location Technology, LLC Sprint Communications 
et a/. v. Sprint Spectrum Company LP 
L.P. eta/. Nextel Operations, Inc. 
4:08-cv-818 Nextel West Corp. 
Northern District of Oh io Nextel of Ca lifornia, Inc. 
Complaint fi led 03/31/08 Nextel Communications 18 months 

of the Mid-At lantic, Inc. 

Nexte l of New York, Inc. 

Nextel South Corp. 
Nextel of Texas, Inc. 

Boost Mobile LLC 
Boost Worldwide, Inc. 

EMSAT Advanced Geo-
Location Technology, LLC 
eta/. v. Cel/co Partnership Cellco Partnership d/b/a 

19 months 
4:08-cv-816 Verizon Wireless 
Northern District of Ohio 
Complaint fi led 3/31/08 

1 A positive indication in th is column reflects that a defendant has asserted 28 U.S.C. § 1498 as an affirmative defense in either its answer or amended answer 
to a complaint. Section 1498 is an affirmative defense resolved in summary judgment under Federal Rule of Civil Procedure 56 rather than Ru le 12. 

2 Based on the approximate time from fi ling of initial complaint to the deadline for dispositive motions according to the discovery schedu le. 
3 A positive indication in this column refers to settlement or case dismissa l prior to the time at which dispositive motions would have been entertained by the 

court. 
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EXHIBIT A 

Time to Summary 
Case Disposit ion 

Case Name Defendants § 1498 Defense Asserted1 

Judgment Motion2 Before Summary 
Judgmene 

EMSAT Advanced Geo- Alltel Corp. 
Location Technology, LLC 

eta/. vs. Alltel Corp., et of. 
Alltel Communications, 19 months 

4:08-cv-821 
Northern District of Ohio 

LLC 

Complaint f iled 3/31/08 

EMSAT Advanced Geo- ./ 

Location Technology, LLC 
AT&T Mobility, LLC 

v. AT&T Mobility LLC 

4:08-cv-00822 
Northern District of Ohio 22 months 
[Consolidated with case Tracfone Wireless, Inc. ./ 

5:10-cv-00245 on 2/24/10] 
Complaint filed 03/31/08 

1 A positive indication in this column reflects that a defen dant has asserted 28 U.S. C. § 1498 as an affi rmative defense in either its answer or amended answer 
to a complaint. Section 1498 is an affirmative defense resolved in summary judgment under Federal Rule of Civil Procedure 56 rather than Rule 12. 

2 Based on the approximate time from filing of initial complaint to the deadline for dispositive mot ions according to the discovery schedule. 
3 A positive indication in this column refers to sett lement or case dismissal prior to the t ime at which disposit ive motions would have been entertained by the 

court. 
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EXHIBIT A 

Time to Summary 
Case Disposition 

Case Name Defendants § 1498 Defense Asserted1 

Judgment Motion2 Before Summary 

Judgmene 
EMSAT Advanced Geo- MetroPCS ./ 

./ 
Location Technology, LLC Communications, Inc. 
et a/. v. MetroPCS 

./ 
./ 

Communications, Inc. eta/. 
MetroPCS Wireless, Inc. 

2:08-cv-381 Centennial ./ 
./ 

Eastern District of Texas Communications Corp. 
[Case transferred to N.D. Leap Wireless ./ 

Ohio, 11/9/10, 4:10-cv- International, Inc. 
33 months 

02567) Cricket Communications, ./ 

Complaint filed 10/07/08 Inc. 

ETEX Telephone ./ 

Cooperative Inc. 
(Dismissed without answer) 

ETEX Communications, ./ 

L.P. 
(Dismissed without answer) 

EMSAT Advanced Geo-
Location Technology, LLC 
eta/. v. United States 
Cellular Corporation 
3 :09-cv-00007 United States Cellular 

./ 23 months 
Northern District of West Corporation 

Virginia 

[Transferred to N.D. Ohio 

10/6/09, 4:09-cv-02313) 

Complaint filed 01/26/09 

1 A positive indica tion in th is column reflects that a defendant has asserted 28 U.S.C. § 1498 as an affirmative defense in either its answer or amended answer 
to a complaint. Section 1498 is an affirmative defense resolved in summary judgment under Federal Rule of Civil Procedure 56 rather than Rule 12. 

2 Based on the approximate time from filing of initial complaint to the deadline for dispositive motions according to the discovery schedu le. 
3 A positive indication in this column refers to settlement or case dismissal prior to the time at which dispositive motions would have been entertained by the 

court. 
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EXHIBIT A 

Time to Summary 
Case Disposition 

Case Name Defendants § 1498 Defense Asserted1 

Judgment Motion2 Before Summary 
Judgmene 

Tendler Cellular of Texas, ../ 
AT&T Mobility, LLC ../ 

LLC v. AT&T Mobility, LLC 

eta/. Cellco Partnership d/b/a/ 
../ 

../ 

6 :09-cv-115 Verizon Wireless 

Eastern District of Texas Sprint Nextel Corporation 
Complaint filed 03/12/09 [later substituted by 

Sprint Spect rum L.P. & 
Nextel Operations, Inc.] 20 months 
United States Cellular ../ 

../ 
Corporation 

../ 
T-Mobile USA, Inc. ../ 

../ 
Sprint Spectrum L.P. ../ 

Nextel Operations, Inc. ../ ../ 

1 A positive indica tion in this column reflects that a defendant has asserted 28 U.S.C. § 1498 as an affirmative defense in either it s answer or amended answer 
to a complaint. Section 1498 is an affirmative defense resolved in summary judgment under Federa l Rule of Civil Procedure 56 rather than Rule 12. 

2 Based on the approximate time from filing of initial complaint to the deadline for disposit ive motions according to the discovery schedule. 
3 A positive indication in this column refers to sett lem ent or case dismissal prior to the t ime at which dispositive mot ions would have been entertained by the 

court. 
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EXHIBIT A 

Time to Summary 
Case Disposition 

Case Name Defendants § 1498 Defense Asserted1 

Judgment Motion2 Before Summary 
Judgmene 

EMSAT Advanced Geo-
./ 

./ 

Location Technology, LLC 
Virgin Mobile USA, L.P. (severed from case) 

et of. v. Virgin Mobile USA, 7-Eieven, Inc. ./ ./ 

L.P. et of. MGA Entertainment, Inc. (Dismissed without answer) ./ 

2:09-cv-00091 Circle K Stores, Inc. ./ ./ 

Eastern District of Texas GreatCall, Inc. ./ 

Complaint filed 4/1/09 
27 months 

./ 
kajeet, Inc. ./ 

(severed from case) 

Tracfone Wire less, Inc. ./ 
./ 

(severed from case) 

Ace Cash Express, Inc. ./ 

Zta r Mobile, Inc. ./ ./ 

1 
A positive indication in this column reflects that a defendant has asserted 28 U.S.C. § 1498 as an affirmative defense in either its answer or amended answer 

to a complaint. Section 1498 is an affirmative defense resolved in summary judgment under Federal Rule of Civi l Procedure 56 rather than Rule 12. 
2 Based on the approximate time from filing of initial complaint to the deadline for dispositive motions according to the discovery schedule. 
3 A positive indication in this column refers to settlement or case dismissal prior to the time at which dispositive motions would have been entertained by the 

court. 
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EXHIBIT A 

Time to Summary 
Case Disposit ion 

Case Name Defendants § 1498 Defense Asserted1 

Judgment Motion2 Before Summary 
Judgmene 

TracBeam, L.L. C. v. AT& T AT&T Inc. ./ 

Inc. eta/. AT&T Mobility, LLC ./ 

6:11-cv-00096 M etroPCS ./ 
Eastern District of Texas Communications, Inc. 
Complaint f iled 2/25/11 MetroPCS Wirel ess, Inc. ./ 

Texas RSA 7B3, L.P . 
D/B/A/ Peoples Wireless ./ 

Services 

Sprint Nextel Corporation (Dismissed w it hout answer) ./ 

Sprint Spectrum L.P. (D ismissed w ithout answer) ./ 

Nexte l of Ca lifornia, Inc. (D ismissed w it hout answer) ./ 

Nextel Communications 
(Dismissed w ithout answer) ./ 

of the M id-Atlant ic, Inc. 
29 months 

Nextel of New York, Inc. (D ismissed w it hout answer) ./ 

Nexte l South Corp. (Dismissed w ithout answer) ./ 

Nextel of Texas, Inc. (Dismissed w ithout answer) ./ 

Nextel West Corp. (Dismissed w ithout answer) ./ 

Cellco Partnership d/ b/a ./ 
Verizon Wireless 

./ 
Goog le, Inc. (severed from ca se) 

Skyhook W ireless, Inc. ./ 

Te leCommunication 
Systems, Inc. Not in Colorado Complaint for 
[Consolidated Declaratory Judgment 

Defendant] 

1 A positive indication in this column reflects that a defendant has asserted 28 U.S.C. § 1498 as an affirmative defense in either its answer or amended answer 
to a complaint. Section 1498 is an affirmative defense resolved in summary judgment under Federal Rule of Civil Procedure 56 rather than Rule 12. 

2 Based on the approximate time from filing of initial complaint to the deadline for disposit ive motions according to the discovery schedule. 
3 A positive indication in this column refers to settlement or case dismissal prior to the t ime at which dispositive motions would have been enterta ined by the 

court. 
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EXHIBIT A 

Time to Summary 
Case Disposition 

Case Name Defendants § 1498 Defense Asserted1 

Judgment Motion2 Before Summary 
Judgmene 

Mosaid Technologies Inc. Sony Ericsson Mobile 
v. Sony Ericsson Mobile Communications (USA) 
Communications (USA) Inc. Inc. 
eta/. 22 months 

1:11-cv-00598 

District of Delaware 
HTC America Inc. 

Complaint filed 7/7/11 

Cassidian microDATA GIS Inc. 
Communications, Inc. v. Microdata LLC 
microDATA GIS, Inc. 

18 months 
2:12-cv-00162 TeleCommunication 
Eastern District of Texas Systems, Inc. 
Complaint filed 3/6/12 

1 A positive indication in this column reflects that a defendant has asserted 28 U.S.C. § 1498 as an affirmative defense in either its answer or amended answ er 
to a complaint. Section 1498 is an affirmative defense resolved in summary judgment under Federal Rule of Civil Procedure 56 rather than Rule 12. 

2 Based on the approximate time from filing of initia l complaint to the deadline for dispositive motions according to the discovery schedule. 
3 A positive indication in this column refers to settlement or case dismissal prior to the t ime at which dispositive motions would have been entertained by the 

court. 
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